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1 The above-entitled matter came on for hearing on Thursday, 

2 March 8, 2012, commencing at 3:05 p.m., at the U.S. Patent and Trademark 

3 Office, 600 Dulany Street, 9th Floor, Alexandria, Virginia, before Jennifer 

4 M. O'Connor, Notary Public. 

5 

6 THE CLERK: Calendar number 41, Appeal No. 2012-000150, 

7 Mr. Amernick. 

8 JUDGE TIMM: Thank you. Welcome, Mr. Amernick. 

9 MR. AMERNICK: Good afternoon, Your Honors. 

10 JUDGE TIMM: If you have a business card that you can give 

1 1 our court reporter, that would be appreciated. 

12 MR. AMERNICK: Yes, I do. 

13 JUDGE TIMM: And as you can see, one of our members is 

14 here electronically. 

15 MR. AMERNICK: Yes. 

16 JUDGE TIMM: There's a camera in the back so she can see 

17 you. Also, you can assume that we understand the issues in the case, and 

18 proceed from there. You have 20 minutes. 

19 MR. AMERNICK: Okay. Since you understand the issues in 
2 0 the case, I'll just jump right to it. We've spoken before in a similar 

2 1 application. The place where we deviate from the prior art relates to 

2 2 particular types of highly branched or hyperbranched polycarbonates. And 

23 in this application, the claims are very limited as to the type of 

24 hyperbranched polycarbonate. It's limited with respect to range of hydroxyl 
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1 number, limited with respect to degree of branching to further define the 

2 additive that's incorporated in the composition. 

3 In addition, the claims recite that there is non-uniformity with 

4 respect to the chains in the polymer. The important part of the invention is 

5 that we achieve good fluidity, along with maintaining physical properties 

6 that are necessary for molding a composition. And one part I'll point to in 

7 the specification at page 28, lines 1 to 3 speak about that the compositions 

8 can be processed without clumping or caking, thereby resulting in thin- 

9 walled moldings, such as nano moldings. 

10 With respect to the prior art, again, the primary reference does 

1 1 not disclose the addition of the particular polycarbonate that's employed. 

12 That's how we deviate from the prior art. Secondary reference relied upon 

13 by the examiner does talk about highly branched — hyperbranched polymers; 

14 included among their list of polymers is mention of a polycarbonate. 

15 In order to combine the references, the examiner has relied 

16 upon a number of very generalized statements in the secondary reference. 

17 To begin with, the reference makes a suggestion of adding polymers to 

18 thermoplastic polymers. Does not specifically mention polyesters, as 

1 9 required by the present invention. 

2 o Furthermore, because there's a list of types of polymers, there's 

21 no identification which one one would pick out of the group. In addition to 

2 2 polycarbon — polycarbonates, we mentioned in the reference polyamides, 

23 polyesters, polyureas, polyurethanes, and among those polymers, there is a 

24 wide range of characteristics and properties. Looking at the examples, we 

2 5 go from liquids to solids, to sticky solids, and the one example that relates to 
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1 the polycarbonates is a gum, which does not seem like a suitable physical 

2 characteristic for purposes of the invention, which happened to be, again, 

3 this combination of fluidity of the composition along with the mechanical 

4 properties. 

5 This application, as contrasted to the one we previously spoke 

6 about, you've decided on, has data to demonstrate the surprising and 

7 improved results achieved by the invention. And if we can, we can jump to 

8 that data and just briefly speak about it. Table 3 on page 32 of the 

9 specification shows that it's a - there's a comparison in there where you add 
10 a relatively small amount of the polycarbonate within the scope of the 

n invention, as contrasted to a composition which is referred to as comparison 

12 composition 1C, which does not contain that component. And by looking at 

13 the melt volume rate as well as the flow spiral, there's significantly improved 

14 characteristics. 

15 In addition, the — certain mechanical properties, such as 

16 elasticity and stress, are maintained with respect to that type of comparison. 

17 Likewise, similar results can be found in table 3, comparing example 2C to 

18 examples 5 and 6. With respect to the data, the examiner seems to have 

1 9 discounted the data, based on the comment made on page 1 1 of the 

2 o examiner's answer, where it was mentioned that in table 1 , which is on page 

21 3 1 of the specification, that comparative example 2C had a higher melt 

22 volume rate than example 6. And that's absolutely true. However, that 

23 comparison of comparison example 2C to example 6 is really not a head-to- 

24 head comparison, because example 6 includes a significant amount, 30 
2 5 percent, of the - an auxiliary component, which is glass fibers, whereas 
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1 example 2C does not include it. So there will be a different effect due to the 

2 presence of that component. 

3 The better comparison in table 1 would be between example 6 

4 and example 1C, where there is no — where there is the glass fibers that are 

5 present. And that comparison will show that, again, significantly improved 

6 melt volume rate, flow rate, and again, certain of the physical properties are 

7 very comparable. 

8 With respect to a comparison of example 2C, the better 

9 comparison there - I guess the better comparison there is, I think, example 1 

1 o with respect to that. 

n JUDGE GUEST: The examiner also says something about the 

12 data not being commensurate with the scope of the claims, and especially 

13 with respect to the percentage of the A component, because it only goes ~ 

14 you only have examples here going down to about 67 percent, and your 

15 claim goes all the way down to 10 percent. That's particularly relevant if 

16 you look at — if you compare example 1 and example 6, you see a very 

17 dramatic reduction in that MVR value when you start adding a lot more of 

18 that C component. So if you could speak to that. 

19 MR. AMERNICK: Yes. With respect to whether or not 

2 o commensurate in scope — getting back to the fact that the references 

2 1 themselves relied upon do not give any indication as to how much of — and 

2 2 especially speaking about the secondary reference, how much of any of 

2 3 those polymers one would use if it were to be added to another polymeric 

24 material. 
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1 So the comparisons that are in the application do show some 

2 very, very low amounts. We have 1 percent of the additive where we 

3 deviate from the prior art and we go all the way up to, I think, about 4 

4 percent or so. So it's really down at that low range, which is probably the 

5 closest thing to the prior art, which has zero. So because the art doesn't 

6 really show anything about the ranges, it would seem that being down at the 

7 low end is closer to the prior art than if we were to have examples up at the 

8 higher end. 

9 In addition, I'll mention — which was mentioned in the reply 

10 brief - is that reference in the reply brief was made to some additional 

1 1 comparative tests that were carried out that were presented in the related 

12 prosecution of European application. And those tests show the addition of a 

13 small amount of a polycarbonate, but not the type of hyperbranched 

14 polycarbonates that are within the scope of the invention, but polycarbonates 

15 that are referred to as dendritic polycarbonates. And again, the comparison 

16 of the results with respect to flowability, mechanical properties, significantly 

1 7 improved by using those types of polycarbonates. 

1 8 And I'll mention one other comment that was made in the 

1 9 examiner's answer about motivation to combine the references. The 

20 motivation - and this is on page 5, lines 13 to 14 — was referred to as the 

2 1 fact that both references are related to additives for thermoplastics. Again, 
2 2 my own opinion, I think that's too broad of a scope to find motivation. And 

23 in reality, I would say that the two references are not really related or 

24 concerned with looking for additives for thermoplastics. 
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1 The primary reference, Gareiss, is related to an additive that's 

2 provided in a thermoplastic polyester in order to achieve flame-proofing. 

3 There's nothing discussed there about fluidity. The secondary reference, the 

4 British patent to Davies, is related to processes for preparing what they refer 

5 to as hyperbranched polymers. And again, although they make some 

6 generalized statements about what these polymers can be used for, the focus 

7 of that is really not as far as additives are concerned. 

8 JUDGE GUEST: The examiner does mention that the 

9 secondary reference to just using the — well, it teaches really using any of 
10 these hyperbranched polymers as a plasticizer in a thermoplastic 

n composition, and the Gareiss reference does include plasticizers as possible 

12 additives. 

13 MR. AMERNICK: And that's correct. But which one would 

14 you select? Would you select the ones that are liquids? Would you select 

15 the solids? Would you select the sticky solids or the polycarbonate one, 

1 6 which is a gum? I would be pretty surprised if the whole range of very 

1 7 different physical characteristics of polymers within the context of the 

18 secondary reference, as well as the wide range of chemical differences 

1 9 between polycarbonates, polyesters, polyamides, polyureas, polyurethanes, 
2 o would all function as a plasticizer. And it also talks about reactive 

2 1 plasticizers, and whether or not you want to add a reactive plasticizer to 

22 the — you know, to the thermoplastic polyester was certainly another 

23 question. 

24 Getting to example 5 in the secondary reference to Davies, 
2 5 which is the only one that prepares the polycarbonate, they have these 
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1 ending groups, which are these imidazolide groups . And those are 

2 somewhat unstable. And if you look to — it doesn't say it in example five, 

3 but if you look to example eight in the British patent, it actually mentions 

4 those groups as end groups and talks about the fact that there's going to start 

5 to be a conversion of those groups due to hydrolysis just with moisture that 

6 may be around. 


7 So those things are really not that suitable to even start thinking 

8 about adding it to compositions. 

9 JUDGE GUEST: But it also mentions that those imidazolide 
10 groups can be reacted - subsequently reacted, and they become carbonates, 
n MR. AMERNICK: They could be subsequently reacted; that's 

12 certainly correct. 

13 JUDGE GUEST: In which case, how would that distinguish 

14 from your invention if you had ~ 

15 MR. AMERNICK: Well, first of all, they didn't subsequently 

1 6 react them. Whether or not you start with this gum and decide to react it 

17 with something else and how it affects the properties, I don't really know, 

18 myself. 

19 JUDGE TIMM: Judge Franklin, do you have any question? 
2 o JUDGE FRANKLIN: No, no questions. 

21 JUDGE TIMM: Judge Guest? 

22 JUDGE GUEST: No. 

23 JUDGE TIMM: Okay, I think we understand your position. 

24 MR. AMERNICK: Okay. Well, thank you very much. I 
2 5 appreciate the time, and I appreciate your consideration. 
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1 JUDGE TIMM: Thank you for coming in. 

2 MR. AMERNICK: My pleasure. 

3 

4 (Whereupon, at 3:22 p.m., the proceedings were concluded.) 

,- ***** 
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